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DETAILED ACTION 

Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 
10538136, filed on 06/09/2005. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "conductive paste", 
"conductive particles", "conductive powder", "resin", and "flow chart showing the 
method" must be shown or the feature(s) canceled from the claim(s). No new matter 
should be entered. 

3. Figure 1 should be designated by a legend such as --Prior Art-- because only 
that which is old is illustrated. See MPEP § 608.02(g). 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
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of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

4. The disclosure is objected to because of the following informalities: grammatical 
errors. 

Such as "a conductive conventional particles" - page 4 lines 12-13 should be 
"conductive conventional particles" 
Appropriate correction is required. 

5. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-2 and 4-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Machine Translation of Shioya et al. (JP 10-172346) hereafter referred to as MT_Shioya 
'346. 

In regards to claim 1, 
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A multilayer ceramic electronic part having an external electrode (3 - see fig. 1 ) 
formed from a thermosetting conductive paste ([0010] - a thermosetting resin 
would make the conductive paste thermosetting) comprising conductive particles 
(4 - see fig. 1) having a high melting point ([0009]), metal powder (5 - see fig. 1) 
having a melting point of 300 °C or less ([001 3] - teaches indium or tin as the 
surface substance both elements have a melting point of less than 300 °C) and a 
resin (6 - see fig. 1). 

In regards to claim 2, 

The multilayer ceramic electronic part according to claim 1 , wherein the total 
content of said conductive particles having a high melting point and said metal 
powder having a melting point of 300 °C or less in said thermosetting conductive 
paste is in the range of 70 to 95% by weight relative to the total weight of said 
conductive particles having a high melting point, said metal powder having a 
melting point of 300 °C or less, and said resin (MT_Shioya '346 teaches the 
conductive portion (conductive powder and conductive particles) being 100 
weight parts and the resin being 30 weight parts therefore the conductive portion 
compose 76.9% by weight relative to the total weight of said conductive particles 
having a high melting point, said metal powder having a melting point of 300 °C 
or less, and said resin). 



In regards to claim 4, 
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(1) providing a thermosetting conductive paste ([0010] - a thermosetting resin 
would make the conductive paste thermosetting) comprising conductive particles 
(4 - see fig. 1) having a high melting point ([0009]), metal powder (5 - see fig. 1) 
having a melting point of 300 °C or less ([001 3] - teaches indium or tin as the 
surface substance both elements have a melting point of less than 300 °C) and a 
resin (6 - see fig. 1 ), and a ceramic composite body which is to be provided with 
an external electrode ([0015]); 

(2) printing or applying said thermosetting conductive paste on or to a surface 
where an internal electrode of said ceramic composite body is led out ([0015]); 
and 

(3) maintaining said ceramic composite body obtained in the step (2) at a 
temperature of 80 °C to 400 °C for a period of one to sixty minutes so as to form 
the external electrode ([0015]). 

In regards to claim 5, 

The multilayer ceramic electronic part according to claim 4, wherein said 
conductive particle in said external electrode makes a diffused junction with a 
metal of said internal electrode of said multilayer ceramic composite body (the 
diffused junction is caused by the method of manufacturing therefore the method 
taught by MT_Shioya '346 which teaches the method of claim 4 would also 
inherently create a diffused junction between the internal and external 
electrodes). 
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In regards to claim 6, 

The multilayer ceramic electronic part according to claim 4, wherein said 
multilayer ceramic electronic part is selected from the group consisting of a 
capacitor, a capacitor array, a thermistor, a varistor, an LC composite part, a CR 
composite part, an LR composite part, and an LCR composite part ([0001]). 
Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 3 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
MT_Shioya '346 in view of Shaheen (4,233,103). 

In regards to claim 3, 

The reference as applied above to claim 1 teaches all the limitations except, a 
content of said metal powder having a melting point of 300 °C or less in said 
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thermosetting conductive paste is in the range of 5 to 20% by weight relative to 
the total weight of said conductive particles having a high melting point and said 
metal powder having a melting point of 300 °C or less. 

Shaheen '103 teaches a gallium-tin eutectic being combined with gold. Shaheen 
'103 teaches the weight percent of the gallium-tin eutectic being 20-80% and the 
weight percent of the gold being 80-20% (column 1 - lines 49-52). Therefore 
Shaheen '103 teaches the metal powder (gallium-tin eutectic) having a melting 
point of 300 °C or less being 20% by weight relative to the total weight of said 
conductive particles (gold) having a high melting point and said metal powder 
(gallium-tin eutectic) having a melting point of 300 °C or less. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to try the ratio of Shaheen '103 in combination with MT_Shioya '346 to 
obtain an "improved" conductive paste. 

In regards to claim 7, 

The reference as applied above to claim 2 teaches all the limitations except, a 
content of said metal powder having a melting point of 300 °C or less in said 
thermosetting conductive paste is in the range of 5 to 20% by weight relative to 
the total weight of said conductive particles having a high melting point and said 
metal powder having a melting point of 300 °C or less. 
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Shaheen '103 teaches a gallium-tin eutectic being combined with gold. Shaheen 
'103 teaches the weight percent of the gallium-tin eutectic being 20-80% and the 
weight percent of the gold being 80-20% (column 1 - lines 49-52). Therefore 
Shaheen '103 teaches the metal powder (gallium-tin eutectic) having a melting 
point of 300 °C or less being 20% by weight relative to the total weight of said 
conductive particles (gold) having a high melting point and said metal powder 
(gallium-tin eutectic) having a melting point of 300 °C or less. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to try the ratio of Shaheen '103 in combination with MT_Shioya '346 to 
obtain an "improved" conductive paste. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

Gallagher et al. (5,853,622) teaches a conductive adhesive comprising a high 
melting point metal or metal alloy powder, a low melting point metal or metal alloy 
powder, and a resin. Gallagher '622 teaches the high melting point metals being 
metals such as copper, silver, gold, etc. Gallagher '622 teaches low melting 
point metals being metal such as tin, lead, etc. Gallagher '622 teaches the high 
melting point metal comprising 70% by weight of copper and 5% by weight silver. 
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Gallagher '622 teaches the low melting point metal being 25% by weight eutectic 
tin-lead alloy. 

Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David M. Sinclair whose telephone number is (571) 270- 
5068. The examiner can normally be reached on Mon - Fri 7:30-5, alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, CHARLES D. GARBER can be reached on (571) 272-2194. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



ID. M. S./ 

/Charles D. Garber/ 



Application/Control Number: 1 0/538,1 36 Page 1 0 

Art Unit: 4125 

Supervisory Patent Examiner, Art Unit 4125 



